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DETAILED ACTION 

Election/Restrictions 

Newly submitted claims 28-30 directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: These claims are 
directed to different species. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 28-30 are withdrawn from consideration 
as being directed to a non-elected invention. See 37 CFR 1.142(b) and MPEP § 
821.03. 



Claim Objections 

Claims 12-14 and 18 are objected to because of the following informalities: 

Claims 12 and 13 recite the limitation " the support sleeve" in line 1 . There is 
insufficient antecedent basis for this limitation in these claims, as this limitation has not 
' been previously recited. 

In claim 14, the phrase " sealing layer, and the wall" should be changed to - - 
sealing layer and the wall. - -. 

Claim 18 recites the limitation 11 the energized seal element" in line 11. There is 
insufficient antecedent basis for this limitation in this claim, as this limitation has not 
been previously recited. 

Appropriate correction is required. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

1. Claims 1-2,6 10-12 and 18-19 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Martin 7,244. 

Referring to claims 1-2,6 and 10, Martin discloses a seal element for using in a 
packer comprising an energizing element (B) that is a spring comprising a metallic 
substrate adapted to store potential energy prior to the packer being run to a 
predetermined position in a well and a sealing layer (I) covering at least a portion of the 
energizing element; where the energizing element is adapted to release at least some 
of the potential energy at the predetermined position to radially expand the element and 
establish contact between the sealing layer and a wall of a wellbore encircling the 
. packer. 

Referring to claims 11-12, Martin discloses a support sleeve (b) comprising 

metal. 

Referring to claim 18, Martin disclose a method comprising storing potential 
. energy in a seal element of a packer before deploying the packer downhole; after the 
storing running the packer into the well; positioning the packer at a position at which a 
seal is to be formed an annulus of the well; setting the packer by releasing at least 
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some of the potential energy to form a seal between the packer a wall surrounding the 
packer and maintaining the seal using at least some of the potential energy reaming in 
the potential energy stored in an energized seal element (see page 2, col. 2). 

Referring to claim 19, Martin discloses the storing is performed by at deforming 
an elastic substrate (B) of the seal element. 

2. Claims 1-2, 9 and 18-19 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Collins 5,904,354. 

Referring to claims 1-2 and 9, Collins discloses (fig. 4a-4b) a seal element for 
using in a packer comprising an energizing element (18) that is a comprising a metallic 
substrate adapted to store potential energy prior to the packer being run to a 
predetermined position in a well and a sealing layer (24) covering at least a portion of 
the energizing element; where the energizing element is adapted to release at least 
some of the potential energy at the predetermined position to radially expand the 
element and establish contact between the sealing layer and a wall of a wellbore or an 
inner surface of a pipe (col. 1, lines 6-16) encircling the packer. 

Referring to claim 18, Collins disclose a method comprising storing potential 
energy in a seal element of a packer before deploying the packer downhole; after the 
storing running the packer into the well; positioning the packer at a position at which a 
seal is to be formed an annulus of the well; setting the packer by releasing at least 
some of the potential energy to form a seal between the packer a wall surrounding the 
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packer and maintaining the seal using at least some of the potential energy reaming in 
the potential energy stored in an energized seal element (col. 3, line 62-coL 4, line 18)). 

Referring to claim 19, Collins discloses the storing is performed by at deforming 
an elastic substrate (18) of the seal element. 

3. Claims 1,6, and 10 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Fritshe 2,216,268. 

Referring to claims 1,6 and 10, Fritsche discloses a seal element for using in a 
packer comprising an energizing element (13) that is a spring adapted to store potential 
energy prior to the packer being run to a predetermined position in a well and a sealing 
layer (12) covering at least a portion of the energizing element; where the energizing 
element is adapted to release at least some of the potential energy at the 
predetermined position to radially expand the element and establish contact between 
the sealing layer and a wall of a wellbore enclosing the packer. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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4. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Fritsche 
2,216,268. 

Fritsche discloses the element of claim 1 but does not disclose the material the 
energizing element comprises. However, the selection of a known material based upon 
its suitability for the intended use is a design consideration within the skill of the art. ]n 
re Leshin , 227 F.2d 197, 125 USPQ 416 (CCPA 1960). Therefore it would be obvious 
to one of ordinary skill in the art at the time of the invention to modify the element 
disclosed by Fritsche to be a composite material because the selection of a known 
material based upon its suitability for the intended use is a design consideration within 
the skill of the art. 

5. Claims 14-17, 22 and 24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Fritsche 2,216,268 in view of Stepp et al. 5,400,855. 

Fritsche discloses an energized seal element for use in a packer deployed in a 
well comprising: an energizing element (13) having an interior surface and an exterior 
surface; sealing layer (12). Stepp (fig. 1c) teaches a support sleeve (56) for a sealing 
layer (54). Stepp teaches the sleeve helps to support and reinforce the sealing layer 
(col. 2, lines 54-59). As it would be advantageous to help support and reinforce the 
sealing layer, it would be obvious to one of ordinary skill in the art to modify the element 
disclosed by Fritsche to have a support sleeve as taught by Stepp. 

Referring to claim 15, Fritsche, as modified, discloses the energizing element 
(13) uses stored potential energy to maintain a contact force. 
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Referring to claim 16, Fritsche, as modified, discloses the energizing element 
(13) deforms elastically into a support sleeve to provide a radially outward force on the 
sealing layer (12). 

Referring to claim 17, Fritsch discloses the sealing layer (12) is a thin layer of 
conformable material. 

Referring to claim 22, Fritsch discloses a sealing layer (12) and a bow (13) 
adapted to remain retracted while the packer in un into a well and to press a sealing 
layer against a wall that encloses the packer to forma a sealing contact between the 
sealing layer and the wall. Stepp (fig. 1c) teaches a support sleeve (56) for a sealing 
layer (54). Stepp teaches the sleeve helps to support and reinforce the sealing layer 
(col. 2, lines 54-59). As it would be advantageous to help support and reinforce the 
sealing layer, it would be obvious to one of ordinary skill in the art to modify the element 
disclosed by Fritsche to have a support sleeve as taught by Stepp. 

Referring to claim 24, Fritsch disclose the bow is adapted to deform to store 
mechanical energy to keep the sealing layer in sealing contact with the wall. 

6. Claims 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over Collins 
'354. 

Referring to clam 19, Collins does not disclose a support sleeve embedded in the 
sealing layer. However, Collins discloses various items may be embedded in the seal to 
help further support the seal (col. 3, lines 51-61). As it would be advantageous to 
support the seal it would be obvious to one of ordinary skill in the art at the time of the 



Application/Control Number: 10/763,565 Page 8 

Art Unit: 3672 

invention to modify the element disclosed by Collins to have a support sleeve 
embedded in the sealing layer. 

Allowable Subject Matter 

Claims 25-27 are allowed. 

Claim 23 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

Response to Arguments 

7. Applicant's arguments with respect to claims 1-3,6,9-19,22,24 have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
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mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Giovanna M. Collins whose telephone number is 571- 
272-7027. The examiner can normally be reached on 6:30-3 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David J. Bagnell can be reached on 571-272-6999. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
* Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Davfd paghell 
Supervisory Patent Examiner 
Technology Center 3670 




